THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 36,
38, 41-55, 57, 58 and 68-72, all the clainms remaining in the
present application. Previously appealed clains 37, 56 and
59- 67 have been cancel ed by appellants. Caim36 is
illustrative:

36. A net hod of adhering a lens block to a
conmpound surface of an ophthal m c | ens bl ank,
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conprising the steps of:

appl yi ng the pressure-sensitive adhesive portion
of a section of a conformable tape to the
entirety of a conpound surface of an ophthal mc
| ens bl ank, wherein the tape conprises a pol yner
backi ng having a first and a second maj or
surfaces; and a pressure-sensitive adhesive on

t he second maj or surface of the pol ynmer backing,
wherein the tape is wound into a roll w thout a
liner and exhibits a maxi mum unwi nd force of

| ess than 165 g/ cm w dt h;

conform ng the tape to the surface so that the
tape is essentially free fromwinkles, air
bubbl es and ot her discontinuities in the bond
bet ween the tape and the | ens bl ank; and

applying a lens block to at |east a portion of
t he pol yner backing |ayer of the tape.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Chno et al. (Ghno) 4,636, 427 Jan. 13, 1987

Si pinen et al. (Sipinen) 4,769, 283 Sep. 06
1988

Ohlin, Jr. (Onlin) 5, 343, 657 Sep. 06, 1994

Appel lants' clainmed invention is directed to a nmethod of

adhering a lens block, such as a netal coating, to the surface

of an ophthal m c | ens bl ank.

tape conprising a polynmer backing and a pressure-sensitive

adhesi ve on

t he pol yner backing. The tape is defined as a roll of tape
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t hat

"is wound into a roll without a |iner and exhibits a maxi mum
unwi nd force of |less than 165 g/cmw dth" (claim36). Caim
38, the other independent claimon appeal, does not recite
that the tape is wound into a roll without a Iiner and does

not refer to

any maxi mum unwi nd force. Rather, appeal ed claim 38 "defines
a tape featuring a nulti-layered backing that includes an
outer surface |ayer and a core |layer selected fromcertain
types of polynmers that |ikew se contributes to realizing the
af orenenti oned advant ages” (page 3 of principal brief).

Appeal ed clainms 36, 41-47, 49-55 and 58 stand rejected
under 35 U. S.C. 8 103 as being unpatentable over Chlin in view
of Sipinen. Cains 38, 48, 57 and 68-72 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over the stated
conmbi nation of references in further view of Chno.

Upon careful consideration of the opposing argunents
presented on appeal, we find that the prior art applied by the
exam ner fails to establish a prima facie case of obvi ousness
for the clained subject matter. Accordingly, we will not
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sustain either of the exam ner's rejections.

We consider first the examner's rejection of claim36
and the clains dependent thereon over Chlin in view of
Si pi nen.

Appel lants are on record as stating that the conventional
tape 20 enployed in the process of Chlin, e.g., a tape sold by
Venture Tape Corp., utilizes a liner in contrast to the tape

utilized in the method of claim36. Ohlin, itself, is silent

regarding the use of a liner. Also, Ohlin does not disclose
the cl ai med maxi mum unwi nd force. To renedy this deficiency
in Chlin, the exam ner relies upon Sipinen and concl udes that
"it would have been obvious to one of ordinary skill in this
art to enploy the tape of Sipinen et al. in the process of
Ohlin in the place of the correspondi ng, anal ogous tape

enpl oyed therein . . . nere substitution of one known
conformabl e PSA tape for another

i nvol ved" (page 5 of answer). However, as enphasi zed by

appel lants, Sipinen is directed to pressure-sensitive adhesive
tapes that are useful for fasteners on disposabl e diapers, and

the reference provides no teaching or suggestion that the
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di scl osed tape can be used in a nethod of adhering a |ens
block to a I ens blank as disclosed in Chlin and presently
clainmed. For

this reason, we nmust agree with appellants that there is no
factual basis for concluding that it would have been obvi ous
for one of ordinary skill in the art to substitute the tape of
Sipinen for the tape used in the process of Chlin.

The exam ner's rejection of clains 38 and the clains
dependent thereon is simlarly flawed. Wile Ohno discloses a
mul til ayer backing in the formation of a pressure-sensitive
adhesive tape, Chno is directed to nmethods for binding

packages

and masking. Hence, even if it were obvious for one of
ordinary skill in the art to nodify the tape of Sipinen in a
mul ti-1ayer fashion of the type disclosed by Chno, as proposed
by the exam ner, there remains no factual basis for
substituting the nodified tape of Sipinen in the nethod of
Chlin for adhering a lens block to a | ens bl ank.

I n conclusion, based on the foregoing, the exam ner's
decision rejecting the appealed clains is reversed.
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REVERSED

EDWARD C. KI MLIN )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
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Adm ni strative Patent Judge ) | NTERFERENCES

)
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Adm ni strative Patent Judge )
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